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DETAILED ACTION 

1. Claims 1-20 have been examined. Application 10/827,406 (METHOD AND 
APPARATUS FOR DIGITALLY INTEGRATING SALES, CONFIRMATION AND 
BILLING OF PUBLISHED ADVERTISING) has a filing date 04/19/2004 and Claims 
Priority from Provisional Application 60464406 , filed 04/18/2003. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. With respect to claims 1-9, Based on Supreme 
Court precedent, a method/process claim must (1) be tied to another statutory class of 
invention (such as a particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 
184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing 
(see at least Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim 
that fails to meet one of the above requirements is not in compliance with the statutory 
requirements of 35 U.S.C. 101 for patent eligible subject matter. Here the claims fail to 
meet the above requirements because the steps are neither tied to another statutory 
class of invention (such as a particular apparatus), as a website is software. With 
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respect to claims 10-20 are defined as system claims however, are claiming functional 
descriptive material (i.e. software) as a website is defined as software. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 1 is indefinite because does not mention what 
entity the first user is paying an offered amount. For purpose of art rejection, said entity 
would be considered to be the second user. Claims 1-9 are indefinite because said 
claims do not have structure and claims 10-20 are not system claims. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6-8, 15-17 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Taleqon (US 2003/0135460) in view of Applicant's Background of 
the Invention and further in view of Chang (US 2003/0107640). 

Claims 1,10 and 1 9, Talegon teaches: 

An printed publication, electronic transaction method, comprising the steps of: 
submitting, by a first user using a web-site, an offered amount for publishing one 
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or more print advertisements in one or more selected printed publications (see 
paragraphs 16-17); 

processing, by a second user using said web-site, said offered amount (see 
paragraphs 16-17); 

publishing, by said second user, said print advertisement in said printed 
publication (see paragraph 15); 

paying, by said first user using said web-site, said offered amount (see 
paragraph 19). 

Taleqon does not teach placing, on said web site by said second user, a digital 
proof of publication of said publishing; viewing, by said first user, said digital proof of 
publication. However, Applicant's background of the Invention mentioned that it is old 
and well known in the promotion art to send to an advertiser an advertiser's bill with a 
tearsheet, where said tearsheet is an actual physical copy of the page on which said 
advertiser's advertisement appeared, taken from a copy of a publication where said 
advertisement was published (see paragraph 4). Chang teaches that it is old and well 
known in the computer art to convert a printed image into digital image by scanning said 
printed image into a computer using a computer's scanner (see paragraph 33) and also 
Chang teaches adding fiducial marks to said scanned digital image in order to correct 
printing errors on said scanned image (see paragraph 48). Therefore, it would have 
been obvious to a person of ordinary skill in the art at the time the application was 
made, to know that Talegon would send to an advertiser an electronic bill with a digital 
tearsheet, as a digital proof of publication of an advertisement, as Applicant's 
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background of the invention teaches that it is old and well known in the promotion art to 
send to advertisers a bill with a printed tearsheet, as a printed proof of publication of an 
advertisement and Chang teaches that it is old and well known to convert a printed 
image into a digital image and adding fiducial marks to said digital image in order to 
correct printing errors in said digital image. 
Claims 2 and 1 1 , Talegon teaches: 

submitting an offered amount further comprises the steps of: 
selecting, by said first user, said selected printed publications (see paragraph 15); 

creating an offer using an insertion request form, one or more standard rates, 
one or more offered rates submitted by said first user, different from said one or more 
standard rates and one or more run times, said offer including said offered amount and 
a digital form of said one or more print advertisements (see paragraph 16); and 

submitting said offer (see paragraph 16). 

Claims 3 and 12, Talegon teaches: 

wherein said step of selecting further comprises the 
steps of: 

generating a list of suitable printed publications based on a criteria chosen, by 
said first user, from the group consisting of an advertising type, a classification, a 
format, a publication frequency and a readership demographic, or a combination thereof 
(see paragraph 15); and 

selecting, by said first user, said selected printed publications from said list of 
suitable publications (see paragraph 15). 
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Claims 4 and 13, Talegon teaches: 

wherein said step of processing further includes the step of negotiating, using 
said web-site, said negotiation comprising submitting one or more counter-offer rates 
different from both said offered rates and said standard rates (see paragraph 16). 

Claims 5 and 14, Talegon teaches: 

wherein said step of processing further includes the step of generating a run 
sheet, said run sheet comprising a list of dates of on which to publish said print 
advertisement in said printed publication (see paragraph 15). 

Claims 6, 1 5 and 20, Talegon does not teach: 

wherein said placing a digital proof of publication of 
said publishing, further comprises the steps of: 

creating a paper tearsheet, said paper tearsheet comprising said published print 
advertisement on a printed page of said printed publication; 
placing said paper tearsheet on a fiducial underlay, said fiducial underlay 
comprising scale indicia indicative of an absolute size of said tearsheet; and 
creating a digital image of said paper tearsheet on said fiducial underlay. However, 
Applicant's background of the Invention mentioned that it is old and well known in the 
promotion art to send to an advertiser an advertiser's bill with a tearsheet, where said 
tearsheet is an actual physical copy of the page on which said advertiser's 
advertisement appeared, taken from a copy of a publication where said advertisement 
was published (see paragraph 4). Chang teaches that it is old and well known in the 
computer art to convert a printed image into digital image by scanning said printed 
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image into a computer using a computer's scanner (see paragraph 33) and also Chang 
teaches adding fiducial marks to said scanned digital image in order to correct printing 
errors on said scanned image (see paragraph 48). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the application was made, to 
know that Talegon would send to an advertiser an electronic bill with a digital tearsheet, 
as a digital proof of publication of an advertisement, as Applicant's background of the 
invention teaches that it is old and well known in the promotion art to send to advertisers 
a bill with a printed tearsheet, as a printed proof of publication of an advertisement and 
Chang teaches that it is old and well known to convert a printed image into a digital 
image and adding fiducial marks to said digital image in order to correct printing errors 
in said digital image. 

Claims 7 and 1 6, Talegon does not teach: 

wherein said fiducial underlay further includes 

resolution indicia indicative of an absolute resolution of said tearsheet, said resolution 
indicia comprising one or more alpha-numeric characters having a font size and a font 
type representative of text in said printed advertisement. However, Applicant's 
background of the Invention mentioned that it is old and well known in the promotion art 
to send to an advertiser an advertiser's bill with a tearsheet, where said tearsheet is an 
actual physical copy of the page on which said advertiser's advertisement appeared, 
taken from a copy of a publication where said advertisement was published (see 
paragraph 4). Chang teaches that it is old and well known in the computer art to convert 
a printed image into digital image by scanning said printed image into a computer using 
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a computer's scanner (see paragraph 33) and also Chang teaches adding fiducial 
marks to said scanned digital image in order to correct printing errors on said scanned 
image (see paragraph 48). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that Taleqon would 
send to an advertiser an electronic bill with a digital tearsheet, as a digital proof of 
publication of an advertisement, as Applicant's background of the invention teaches that 
it is old and well known in the promotion art to send to advertisers a bill with a printed 
tearsheet, as a printed proof of publication of an advertisement and Chang teaches that 
it is old and well known to convert a printed image into a digital image and adding 
fiducial marks to said digital image in order to correct printing errors in said digital 
image. 

Claims 8 and 1 7, Taleqon does not teach: 

wherein said fiducial underlay further includes color indicia indicative of an 
absolute color of said tearsheet, said color indicia comprising an image containing one 
or more colors representative of said printed advertisement. However, Applicant's 
background of the Invention mentioned that it is old and well known in the promotion art 
to send to an advertiser an advertiser's bill with a tearsheet, where said tearsheet is an 
actual physical copy of the page on which said advertiser's advertisement appeared, 
taken from a copy of a publication where said advertisement was published (see 
paragraph 4). Chang teaches that it is old and well known in the computer art to convert 
a printed image into digital image by scanning said printed image into a computer using 
a computer's scanner (see paragraph 33) and also Chang teaches adding fiducial 
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marks to said scanned digital image in order to correct printing errors on said scanned 
image (see paragraph 48). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that Talegon would 
send to an advertiser an electronic bill with a digital tearsheet, as a digital proof of 
publication of an advertisement, as Applicant's background of the invention teaches that 
it is old and well known in the promotion art to send to advertisers a bill with a printed 
tearsheet, as a printed proof of publication of an advertisement and Chang teaches that 
it is old and well known to convert a printed image into a digital image and adding 
fiducial marks to said digital image in order to correct printing errors in said digital 
image. 

Claims 9 and 18, Talegon teaches: 

wherein said paying said offered amount includes automatically making a first 
electronic payment to said second user, and automatically making a second electronic 
payment to a provider of said electronic transaction method (see paragraph 19). 
Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James W. Myhre can be reached on (571)272-6722. The official Fax 
number is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/DANIEL L ASTRA/ 
Examiner, Art Unit 3688 
September 19, 2008 



